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DETAILED ACTION 

This Office Action is a reply to the Paper filed 7 August 2006 in response to the Non- 
Final Office Action mailed 5 May 2006. Claims 1-5, 7-1 1 and 26-34 were withdrawn fi"om 
consideration and claims 6 and 12-25 were considered in the 5 May Office Action. Claims 6, 16, 
21 and 22 were amended in the 7 August Paper. Claims 1-34 are pending and claims 6 and 12-25 
are under consideration. 



Response to Amendment and Arguments 
Claim Rejections - 35 USC § 112 

Claims 6 and 12-25 stand rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

As stated in the 5 May Office Action, claims 6, 14, 15, 21, 22, 24 and 25 are indefinite in 
the recitation "said recombinase" because the antecedent basis for the limitation is unclear. 
Claim 6 uses the phrase "a recombinase" twice in lines 25-26 (/.e,, "a recombinase gene operably 
linked to an expression control sequence" and "signal sequences recognized by a recombinase"). 
As according to the broadest reasonable interpretation of the claim the recombinase gene and the 
recombinase that recognizes the signal sequences need not be the same, there are possibly two 
distinct recombinases in claim 6. It is unclear which recombinase is being referred to as "said 
recombinase" subsequently in claim 6. and in the dependent claims. 

Claims 12, 13, 16-20 and 23 are indefinite insofar as they depend fi*om claim 6. 
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Response to Arguments 

In response to the prima facie rejection Applicant contends that the subsequent recitations 
of "the [or said] recombinase" can only be referring to the recombinase and not to the 
recombinase gene because the subsequent recitations do not explicitly state "recombinase gene". 

This argument has been fully considered but is not deemed persuasive. Lines 3-4 of the 
instant claim 6 read as follows, "a first nucleic acid molecule comprising a recombinase gene 
operably linked to an expression control sequence and signal sequences recognized by a 
recombinase/' There are two recombinases described in this phrase. The first is the recombinase 
encoded by the recombinase gene and the second is the recombinase that recognizes the signal 
sequences. As both recitations use an indefinite article, these two recombinases need not be the 
same (i.e., the signal sequences need not be recognized by the recombinase encoded by the 
recombinase gene). Subsequently, the claims refer to "the [or said] recombinase" without making 
any distinction between the recombinase encoded by the recombinase gene and the recombinase 
that recognizes the signal sequences. For example, claim 6, lines 7-8 recite, "wherein said 
recombinase, when expressed in said cell, excises a sequence in said first nucleic acid 
molecule. . In that case, if "said recombinase" refers to the recombinase encoded by the 
recombinase gene, then the claim requires that the recombinase encoded in the first nucleic acid 
molecule be capable of excising a sequence in the first nucleic acid molecule. In contrast, if the 
antecedent basis for "said recombinase" is the recombinase that recognizes the signal sequences, 
then the recombinase encoded the recombinase gene need not be capable of "excising a sequence 
in said first nucleic acid molecule" because the excising might be carried out by any recombinase 
that recognizes the signal sequences irrespective of whether it is the same as or different firom the 
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recombinase encoded by the first nucleic acid molecule. Given that the scope of the claim is 
significantly different depending upon whether the antecedent of "said recombinase" is the 
recombinase encoded by the first nucleic acid or the recombinase that recognizes the signal 
sequence and the disclosure provides no means to clearly ascertain which meaning is intended, 
the metes and bounds of the claims as a whole are imclear. 

Rejection of claim 6 as further indefinite because it is unclear whether the claim requires 
that the recombinase gene be operably linked to the signal sequences recognized by a 
recombinase is withdrawn in view of the claim amendments. 

Rejection of claim 16 as further indefinite in the reciting that the tissue of the plant is 
edible or inedible is withdrawn in view of the claim amendments. 

Rejection of claims 21 and 22 as further indefinite in reciting, "said region encoding said 
recombinase" is withdrawn in view of the claim amendments. 

Claim Rejections - 35 USC $ 102 

Claims 6, 12, 17-23 and 25 stand rejected under 35 U.S.C. 102(a or e) as being 
anticipated by Hodges et al, US Patent No. 5,929,307. This rejection is maintained for the 
reasons set forth in the 5 May Office Action, beginning at page 5, and for the reasons set forth 
herein below in the response to Applicant's arguments. 
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Response to Arguments 

In response to the prima facie rejection of record. Applicant contends, "The present 
invention discloses in one embodiment a first nucleic acid molecule comprising a recombinase 
gene operably linked to an expression control sequence and signal sequences recognized by a 
recombinase operably Unked to the recombinase gene and a second nucleic acid molecule 
comprising a target gene and signal sequences recognized by the same recombinase as required 
by claim 6." Applicant contends that the Hodges construct does not anticipate the claims because 
the recombinase gene in the Hodges construct is not linked to signal sequences recognized by 
that same recombinase. 

This argument has been fully considered but is not deemed persuasive. As discussed 
above with regard to the rejection under 35 USC §112, second paragraph, the instant claim can 
be construed as not requiring that the recombinase which recognizes the signal sequences 
comprised by the nucleic acids be the same as the recombinase encoded by the first nucleic acid. 
Because the antecedent basis for "said recombinase" in the claims might be independently 
construed as either one of the recombinase encoded by the recombinase gene or the recombinase 
that recognizes the signal sequences, these two recombinases need not be the same (i.e., the 
signal sequences need not be recognized by the recombinase encoded by the recombinase gene). 
If the antecedent basis for the subsequent recitations of "said recombinase" is the recombinase 
that recognizes the signal sequences, then the recombinase encoded the recombinase gene need 
not be capable of "excising a sequence in said first nucleic acid molecule" because the excising 
might be carried out by any recombinase that recognizes the signal sequences irrespective of 
whether it is the same as or different fi'om the recombinase encoded by the first nucleic acid 
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molecule. Therefore, the broadest reasonable construction of the claim encompasses an 
embodiment wherein the signal sequences comprised by the second nucleic acid molecule are 
not the same as the signal sequences recognized by the recombinase encoded by the first nucleic 
acid. 

Applicant's arguments have been fully considered but are not deemed persuasive in view 
of the record as a whole. Therefore, the claims stand rejected imder 35 USC §102 as anticipated 
by the art. 

Rejection of claims 6, 17-23 and 25 under 35 U.S.C. 102(b) as being anticipated by 
Anderson et al, US Patent No. 5,629,159 (made of record in the IDS filed 26 February 2004) is 
withdrawn in view of the claim amendments and Applicant's arguments with regard thereto. 

New Grounds Necessitated by Amendment 

Claim Rejections - 35 USC 8 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 6 and 12-25 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The claims are indefinite in the recitation, "the signal sequences for the first nucleic acid 
and the second nucleic acid are not the same sequences*'. It is unclear whether this limitation 
requires that the signal sequences not be recognized by the same recombinase, might be 
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recognized by the same recombinase but must not comprise the base same sequence^ or might 
be recognized by the same recombinase and comprise the same base sequence but cannot be 
located at the same position in the molecule (i.e., first and second sites must not be one and the 
same). Because these altemative interpretations result in claims of substantially different scope 
and the disclosure provides no means to clearly establish which one of the interpretations is 
intended, the metes and bounds of the claims as a whole are unclear. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
AppUcant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated fi-om the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS fi^om the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel M Sullivan whose telephone number is 571-272-0779. 
The examiner can normally be reached on Monday through Friday 6:30-3:00. 



* Many site specific recombinases recognize sequence other than their canonical substrate sequence. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Remy Yucel, Ph.D. can be reached on 571-272-0781. The fax phone number for the 
organization where this application or proceeding is assigned is 57 1 -273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Patent applicants with problems or questions regarding electronic images that can be 
viewed in the Patent Application Information Retrieval system (PAIR) (http://pair- 
direct.uspto.gov ) can now contact the USPTO's Patent Electronic Business Center (Patent EBC) 
for assistance. Representatives are available to answer your questions daily from 6 am to 
midnight (EST). The toll free number is (866) 217-9197. When calling please have your 
application serial or patent number, the type of document you are having an image problem with, 
the number of pages and the specific nature of the problem. The Patent Electronic Business 
Center will notify applicants of the resolution of the problem within 5-7 business days. 
Applicants can also check PAIR to confirm that the problem has been corrected. The USPTO's 
Patent Electronic Business Center is a complete service center supporting all patent business on 
the Internet. The USPTO's PAIR system provides Internet-based access to patent application 
status and history information. It also enables applicants to view the scanned images of their own 
application file folder(s) as well as general patent information available to the public. 



For all other customer support, please call the USPTO Call Center (UCC) at 800-786- 

9199. 
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